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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 6/28/2004 fails to comply with 37 CFR 
1 .98(a)(3) because it does not include a concise explanation of the relevance, as it is 
presently understood by the Individual designated in 37 CFR 1 .56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language (Specifically JP 2000-182630 and JP 2001-189159). 

Furthermore, the information disclosure statement filed 10/27/2004 does not list 
any new references which were not listed on the previous IDS filed 6/28/2004. The 
references listed on the IDS filed 10/27/2004 have been crossed out, but these 
references have been considered and initialed on the previously filed IDS. 

Double Patenting 

2. Claims 8, 1 0-1 2, & 1 5 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1,17, 23, 33, & 49-50 of U.S. 
Patent No. 6,794,078. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both disclose a fuel cell separator in a REM 
fuel cell, where the separator comprises expanded graphite and a thermosetting resin, 
where the expanded graphite is a pulverized powder of an expanded graphite sheet. 

The process limitation of soaking the separator in water for a specified amount of 
time at a specified temperature (claim 8 of the instant application), thereby resulting in 
release of specified concentrations of specified compounds into the water, is performed 
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on the claimed product of tlie instant application. Because the instant application claims 
a product, and not a process, and because of the specified composition and method of 
making the separator of U.S. Patent no. 6,794,078, these process limitations are not 
given patentable weight. Furthermore, while U.S. Patent No. 6,794,078 fails to 
specifically state how the separator would behave when soaked in water for the 
specified amount of time at the specified temperature, one of ordinary skill in the art 
would understand that the separator of U.S. Patent No. 6,794,078 would behave the 
same as the separator of the instant application, due to the specified composition and 
method of making the separator. 



Specification 

3. Applicant is reminded of the proper language and format for an abstract of the 

disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words . It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 



4. The disclosure is objected to because of the following informalities: 

i. The statement "the mixing ratio of expanded graphite/resin falls 
preferably within the range from 95/5 to 40/60 (by weight), more preferably 
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within tlie range of from 95/5 to 30/70 (by weight)" (page 29, lines 21-25) 
is inconsistent with the statement "when the mixing ratio of the expanded 
graphite to the resin is less than 40/60 .... the electric properties tend to be 
degraded" (page 30, lines 1-5) because the expanded graphite/resin ratio 
30/70 Is lower than 40/60. 

ii. The statement "the range of from 95/5 to 30/70" (page 29, lines 23- 
24) contains a typographical error and should read "the range from 95/5 to 
30/70" in order to remain consistent with the rest of the Specification. 
Appropriate correction is required. 

5. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

6. Claims 7 & 9-15 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot depend from any other multiple dependent 
claim. See MPEP § 608.01 (n). Accordingly, the claims have not been further treated 

on the merits. 

Furthermore, claim 3 is objected to because of the following informality: Claim 3 
has been written in improper multiple dependent form. See MPEP 608.01 (n). 
Appropriate corrections are required. 



Application/Control Number: 10/500,209 
Art Unit: 1795 



Page 5 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-6 & 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamada et al. (US 2002/0107318). 

With regard to claims 1-6 & 8, Yamada et al. discloses a fuel cell (paragraphs 
[0001]-[0004] & [0015]) comprising a separator (paragraph [0015]) comprising 40-90 
wt% expanded graphite (paragraphs [0012] & [0044]) and 10-70 wt% thermosetting 
resin (paragraphs [0012], [0031], & [0044]), where the separator was compression 
molded between 150-400°C (paragraphs [0045]-[0046]). 

While Yamada et al. fails to state the specified properties (bending strain at 
break, compressive modulus, and Shore hardness) of the separator, one of ordinary 
skill in the art would understand that these properties are inherent to the composition 
and method of making the separator. Therefore, because the separator of Yamada et 
al. is materially the same as the separator of the instant application, and was made by 
the same process as that of the instant application, one of ordinary skill in the art would 
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understand that the separator of Yamada et al. would have the same properties, such 
as the specified bending strain at break, compressive modulus, and Shore hardness. 

Furthermore, while Yamada et al. fails to specifically state that the separator will 
behave the same as the separator of the instant application when soaked in water for 
the disclosed amount of time at the disclosed temperature, one of ordinary skill in the art 
would understand that the separator of Yamada et al. would behave the same as the 
separator of the instant application, due to the specified composition and method of 
making the separator. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLAIRE L. RADEMAKER whose telephone number is 
(571 )272-9809. The examiner can normally be reached on Monday - Friday, 8:00AM - 
4:30PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Meckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CLR 

/Claire L. Rademaker/ 
Examiner, Art Unit 1795 



/Alexa D. Meckel/ 

Supervisory Patent Examiner, Art Unit 1795 



